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ORDER NO. 6: DENYING RESPONDENT DELL’S MOTION FOR ENTRY OF
PROSECUTION BAR

(June 2, 2015)

On May 14, 2015, respondent Dell Inc. (“Dell”) filed a motion to amend the Protective

Order (Order No. l) to include a prosecution bar prohibiting attorneys who receive confidential

information from amending claims of the asserted patents. (Motion Docket No. 950-O02.) On

May 26, 2015, complainants NXP B.V. and NXP Semiconductors USA, Inc. (collectively

“NXP”) filed a response opposing the motion. The motion states that the Commission

Investigative Staff (“Staff”) has not taken a position on this issue. (Mot. at 2.)

“Dell requests that the Administrative Law Judge (“ALJ”) enter a prosecution bar that

applies to reexamination, reissue, inter partes review, post grant review and covered business

method review of the asserted patents, and any foreign proceeding challenging the validity of a

foreign counterpart of such patents pursuant to Commission Rules 210.15 and 210.34.” (Mot.

Memo. at 2.) However, “Dell does not seek to limit NXP’s choice of counsel for any of the

proceedings challenging the validity of the asserted patents; rather, Dell seeks only to limit

participation by NXP’s ITC counsel, who receive Dell’s Highly Sensitive Materials, fiom



participating in the drafting or amending claims of the asserted patents or a foreign counterpart

thereof.” (Id.)

First, Dell contends that the information requested by NXP regarding the design of Dell’s

future products is precisely the type of information that a prosecution bar is designed to protect

from inappropriate use or disclosure. (Mot. Memo. at 6.) Second, Dell argues that its proposed

prosecution bar aims to prevent the inadvertent use of Highly Sensitive Materials by attorneys

involved in supervising or participating in the amendment of the claims. (Id. at 9.) Third, Dell

contends that NXP’s ITC counsel of record in this Investigation has stated that they plan to

participate in the amendment of claims in the pending inter parties review of asserted U.S.

Patent No. 6,590,365, as well as participate in the amendment of claims in the inter parties

reviews that Dell is planning to file on the remaining asserted patents. (Id. at 10.) Fourth, Dell

argues that “NXP cannot show that any injury fiom the narrowly-tailored restriction of NXP’s

ITC Counsel from supervising or participating in the amendment of the claims of the asserted

patents in proceedings challenging the validity of the asserted patents, including inter partes

review, outweighs the potential injury to Dell from inadvertent use of Dell’s Highly Sensitive

Materials.” (Id. at ll.)

In response, NXP points out that Dell is attempting to gain an unfair tactical advantage by

preventing NXP’s ITC counsel from being able to fully coordinate NXP’s legal strategy related

to the patents in this Investigation, while Dell remains free to use a single counsel before both the

ITC and the Patent Trial and Appeals Board (“PTAB”). (Opp. at 2.) NXP contends that the risk

of unfair tactical advantage in l'PR proceedings is essentially non-existent because (1) an IPR

proceeding is not, as a matter of law, a prosecution-related activity; (2) it does not engage the

traditional concern that disclosed confidential infonnation will be misused in relation to
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prosecution-related duties; (3) a patent holder can only narrow, not broaden, its patent claims; (4)

has only a limited ability to amend claims in an IPR through a single motion to amend; (5) is

presumed to be able to replace each challenged claim with only one amended claim; and (6) must

direct all amendments to a ground of unpatentability on which the IPR is instituted. (Id.)

Furthermore, NXP contends that the involvement of its counsel inithe IPR proceedings would be

purely legal in nature and will not implicate competitive decision-making. (Opp. at 9.)

The ALJ generally does not amend the Protective Order to include a prosecution bar.

The ALJ finds no compelling reason to amend the protective order to add the additional

provision put forth by Dell. Therefore, Motion No. 950-002 is hereby DENIED.1

While the ALJ is denying the motion to amend the protective order, the parties are free to

enter into a stipulation among themselves regarding how they will handle possible prosecution

bar information. Therefore, the parties themselves will be responsible for resolving their

disputes on their own.

SO ORDERED.

odore R. Essex 1

Administrative Law Judge

1The ALI notes that parties have entered into private party agreements relating to the prosecution bar in previous
investigations.
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