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UNITED STATES INTERNATIONAL TRADE COMMISSION

-Washington, D.C.

In the Matter of

CERTAIN FLASH MEMORY CHIPS Inv.' N0., 337-TA-893
AND PRODUCTS CONTAINING SAME

ORDER NO. 63: GRANTING IN PART COMPLAINANT’S MOTION TO COMPEL;
AND _ - 

ORDER TO SHOW CAUSE WHY THE MACRONIX
RESPONDENTS SHOULD NOT BE SANCTIONED

(October 31, 2014)

_ On September 29, 2014, Complainant filed an emergency motion to compel Respondents

Macronix International Co., Ltd.; Macronix America, Inc.; Macronix Asia Ltd.; and Macronix K

(Hong Kong) Co., Ltd. (collectively, “Macronix”) to produce documents regarding { _

p _ }, which were the subject of

Complainant’s requests for production. (Motion Docket No. 893-O55. See also Mot. Mem. at

20-21.) Complainant further requested a certification of production from Macronix for all such

documents. (Mot. at l; Mot. Mem. at 20-21.) In addition, Complainant seeks leave to (i)

re-depose in the U.S. certain Macronix Witnesses Whotestified that the {

i } and (ii) submit supplemental Witness testimony on the issue of whether the

{ }. (Id.) “Finally, the Court should order such other, further

relief as it deems necessary to alleviate the prejudice suffered by Spansion and to address

Macronix’s misrepresentations and failure to comply with its discovery obligations.” (Id. at 4.)

Complainant explains that, in addition to other discovery requests-,it specifically:

propounded a Request for Production of Documents (No. 77) that sought
“Documents and things sufficient to identify and describe how the memory cells in
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{ }.”- Macronix responded to that ‘
request by declaring that “no non-privileged, non-immune, relevant documents
containing information responsive to this Request exist.”

(Mot. at 2 (emphasis removed); Mot. Mem. at 2, 7-10; Mot., Exs. A, B, H, I, R, Q.) Yet, on the eve

of the evidentiary hearing in this Investigation, Macronix produced in Investigation No.

337-TA-916 a number of design reports that Complainant says would have been responsive here.

(Mot. at'3; Mot. Mem. at 11-12, 177-18;Mot., Exs. C-E.) Specifically, these documents show and

extensively discuss { }, indicating to Complainant that

Macronix’s representation that no such documents exist was untrue and refuting the testimony of

various Witnesses. (Mot. Mem. at 12-14.) Complainant explains why the documents are not

cumulative of other discovery produced by Macronix. (Id. at 19-20.) VVhencounsel for

Complainant requested these documents from counsel for Macronix, first in the 916 Investigation

and then in this Investigation, Complainant says it met with resistance both in obtaining

permission to disclose the dispute to counsel in 893 Investigation and in obtaining the requested

discovery, (Mot. at 4; Mot. Mem. at 2-6.)

Complainant argues that it has beenharmed by Macronix’s failure to timely produce these

documents because it has not been able to properly depose Macronix’s witnesses or have its

experts review and opine on the missing discovery. (Mot. at 3; Mot. Mem. at 19.) Complainant -s

also expressed the concern that there may be other responsive discovery that Macronix has /
/

/
1

withheld. (Mot. at 3; Mot. Mem. at 15-16.)
1

On September 29, 2014, the undersigned issued an order setting a response deadline for/
Complainant’s emergency motion for after the hearing so as not to interfereivviththe parties’

preparations. (Order N0. 53.) At the hearing, the undersigned ordered Complainant to supplement

its motion to account for hearing testimony, and further extended the deadline for responses to the
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motion. (Hearing Tr. at 1069-71.) _

On October 117,2014, Complainant supplemented its motion, focusing on witness

testimony showing that Macronix had decided to alter several accused products during the course

of the Investigation to avoid a dispute. (Mot. Suppl. at 2, 5.) Complainant alleges that Macronix

was aware that its { I . 
} and Macronix attempted to alter { _ } to avoid being

' considered as such. Then, Macronix attempted to conceal this alteration by failing
to provide discovery. C

(Id.) Complainant suggests that Macronix deliberately delayed producing any { }

documentation in order to effect its design around. (Id. at 3-4, 6; id, Exs. A-E.)

- On October 27, 2014, Macronix opposed the motion, arguing that it is untimely. (Opp. at 4,

23-24.) Macronix says that Complainant knew that the { - _ p

}. (Id. at 2, 12.) Macronix also says that Complainant could have pieced together the

equivalent of the design documents from Macronix’s other productions and that Complainant

should have known to compel further discovery and to ask the rightiquestions of Macronix’s 

witnesses. (Id. at 2-3, 8, 19.) According to Macronix, “Spansion cannot legitimately claim

ignorance regarding the existence of Design Reports when Macronix produced Design Reports for

its NOR flash products back in October 2013.” (Id. at 3',7, 22.) As a result, Macronix says that

based on the production of the NOR design reports, Complainant should have known that the

design reports for the { } products existed and moved to compel them. (Id.) Macronix says

it did not produce the { } design files at issue because they were “entirely duplicative of and

irrelevant” in light of its other productions. (Id. at 6, 10.) Macronix also notes that it “did not

produce [] updated GDS and schematic files, as those updated files would only show that the

{ V } has been rernoved[.]” (Id. at 5, n.5.) Macronix says that it has

now produced the design reports at issue, even though they are cumulative, and that Complainant
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has had a chance to question Macronix’s witnesses at the hearing. (Id. at _l3- 15, 22-23.) Therefore,

Macronix says that Complainant’s motion should be denied.

The Commission Investigative Staff (“Staff”) responded on October 27 that the motion

should be granted in part. According to Staff, Complainant should be permitted discovery into

discrete issues, such as whether { ' } at the time this

Investigation was instituted, whether any Macronix customers were able to { ' '

. } accused products. (Staff Resp. at 4-6.) Staff says that since the

design reports were produced and Complainant had an opportunity to question certain witnesses at

the hearing, further discovery regarding the { } capabilities of the accused Macronix products

and processes other than the { } are unwarranted. (Id. at 3.) According to Staff,

“Macronix witnesses have admitted that, except for the {

- }1s

not removed from the final products.” (1d.) ' . _

The undersigned is troubled by what this recent course of events shows about the conduct

of discovery in this Investigation. Discovery, while not unlimited, has been held to be broad.

Commission Rule 21O.27(b). Complainant requested very specific discovery into the { }

accused products, and the undersigned finds that Macronix has not articulated a sufficient basis for

withholding it. Macronix says it did»not produce the { - }‘design files at issue because they

were “duplicative” and “irrelevant” in light of its other productions (Opp. at 6, 10), yet of the

documents it says it did produce, Macronix does not (i) identify Whetherthese pre- or post-dated

the changes to the accused products at issue or (ii) adequately address Complainant’s position that

it would not have been possible to derive the missing information from thesources Macronix
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chose to provide. Furthennore, Macronix’s opposition does not satisfactorily explain how

Complainant should have known to compel design reports or other documents, or how to question

witnesses on certain topics, in light of such responses as Macronix’s first supplemental response to

Complainant’s Request for Production No. 77.1 (Mot., Ex. B (“Based upon a reasonable search of

the documents in Macronix’s possession, custody, or control, no non-privileged, non-immune,

relevant documents containing information responsive to this Request exist.”).) As a result, the

undersigned agrees with Complainant that Macronix’s behavior during discovery raises serious

questions as to what else may have been withheld. A party should know it does not have the right

to pick and choose what responsive evidence will be made available during discovery.

In addition, even though Macronix and Staff note that Complainant-was aware to some

extent that an { } feature existed,2 the undersigned finds that there

is no evidence that Complainant was timely provided with the details it requested, or informed of

the timing} or purpose of Macronix’s design around. Specifically, there is no evidence that

1 “Documents and things sufficient to identify and describe how the {
' }." (Mot, Ex. A.)
2 (See, e.g., Opp. at 23; Mot. Suppl. at 5.)
3 For example, Macronix reproduces some of Dr. Mack’s expert deposition, in which he said he believed a { _ }
had been removed at “a certain point in time” but he could not recall when or which products. (Opp. at 9.) How was
Complainant to know whether this reference was to accused products and whether the removal occurred in
pre-importation development stages, as opposed to mid-investigation? How was Complainant expected to understand
the significance of, and further pursue, this scant remark at the end of the expert discovery phase? Indeed, Dr. Mack’s
testimony at the evidentiary hearing quite clearly shows that even he was thoroughly left in the dark:

Q And you recall that they told you that the { }, which is the { }, correct, was no
longer needed‘?Is that your recollection?
A That is my recollection.
Q Did they tell you that the { } was removed to avoid this dispute?
A They did not. I
Q Did they tell you when the { } was removed?
A They did not. V
Q Did you ask?
A No, I did not.
Q Did you know that for some { } at issue in this case, that the { }
existed at the beginning of this investigation, but then it was removed in the middle of the
investigation? I
A I have no knowledge of that. '
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Complainant was told that such a { } was removed from certain

accused products after this litigation commenced for the purpose of avoiding a dispute. (See

Hearing Tr. at 991-92 (Hung).) While Macronix was free to argue that its accused products did not

infringe, it was not free to withhold discovery or mislead Complainant. Macronix openly admits in

its opposition that it determined to hold back4 certain categories of responsive documents, and the

undersigned is persuaded that this decision by Macronix, coupled with Macronix’s response to

Request for Production No. 77, impeded not only Complainant’s efforts to research and develop its

allegations of infringement with respect to the { } products but also, remarkably, appears to

have impacted Respondents’ own expert’s opinions. (Tr. at 1198-1200.) The undersigned

disagrees with Staff and Macronix that the belated production of the design documents and a

chance to question witnesses regarding them for the first time at the hearing5 is sufficient to

remedy the taint of this prejudice. _ t '

Accordingly, while discovery during the final stages of an Investigation on violation is

disruptive and may result in a target date extension, the undersigned has determined that '

Complai_nant’smotion to compel (Motion Docket No. 893-055) should be GRANTED 1NPART

Q Did Macronix or its counsel showyou any documents regarding this change to the {
}?

A No, they did not.
Q Were you informed whether any documents showing the removal of { }
ever existed? I
A I am not aware of any.
Q Were you ever made aware before your testimony of any { }?
A No. . '

(Hearing Tr. at 1198-1200 (Mack).) The undersigned fmds that Macronix’s attempt to use Dr. Mack’s deposition
testimony here to argue that it somehow shows that Spansion must have been “fully aware” (Opp. at 9) is unreasonable
Commission Rule 210.4(0). ‘
4 (See Opp. at 5, 10.) For example, Macronix says it did not produce any updated GDS and schematic files as those
would only show the { } had been removed, but Macronix sidesteps the issue of why they
were not produced in response to Complainant’s request for “All documents and things related to Your contention that
{ }.” (Mot., Ex. R (RFP No. 164).)
5 This is particularly true in light of the days of discussions and negotiations both in the 916 Investigation and the 893
Investigation (Mot. Mem. at 4-6), before Macronix agreed to produce only the design documents in this Investigation.
As a result, Complainant was provided with less time to raise the matter before the undersigned or prepare to use the
documents at the hearing. In addition, as noted above, it is imclear what else might have been Withheld.
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as follows. See Commission Rule 21O.33(a).

First, by no later than the close of business on November 7, 2014, to the extent it has not

already done so, Macronix is ordered to produce6 all non-privileged documents and things in its

possession, custody, or control regarding { e },

including the following: D

1. Design Reports for all accused { };

2. Documents regarding the { };

3. Documents regarding the {
};

4. Technical and design documents referenced in the Design Reports, such as the file
entitled {

~ - }; " e

5. Documents related to the { } in each accused { } product
{ }, including documents regarding how and when that { 

};

6. Documents related to any {
' };

7. Documents related to the decision and planning to remove {
} from any of the accused { } products after the Complaint

in this Investigation was filed. To the extent that Macronix alleges that any such
documents are privileged, it is required to provide a privilege log regarding the
same; and

8. Documents sufficient to show in detail what { }
were, in fact, changed. V ' " 7

Macrornx is further ordered to file a written certification, under oath, by no later than the close of

business on November 10, 2014, that all responsive documents regarding { D

} products have been produced. l

6 To the extent that some of these documents and things are subject to the Protective Order Addendum (Order No. 8),
Macronix must make them available for inspection and expedite any procedures for reviewing, providing software, or
obtaining printouts.
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Second, Macronix is ordered to present Messrs. {

}, or such other witnesses as Macronix and Complainant can timely7 agree to in

writing, for deposition in Califomia at a location convenient to Macronix America, Inc., or at such

other location in the United States as may be timely agreed to in Writing by Macronix and ~

Complainant. Said depositions should occur at least eight days after Macrorrix’s document

production and be completed by no later than the closeof business on November 21, 2014.

Complainant may have up to six hours of deposition time per witness, which time shall be

increased on a l :l basis should the services of a translator be needed. Complainant is limited to the

subject matter noted above, and may not stray into other topics. The private parties shall consult

with Staff and allow Staff the opportunity to audio- or video-conference in to any of the T

depositions in lieu of attending in person.

Third, the parties are ordered to provide proposals no later than the close of business on

December 5, 2014 as to how to best proceed afier this discovery has occurred. Such proposals

should outline whether and to what extent experts should reasonably be pennitted to supplement

witness statements, whether there should be an additional day (or more) of hearing, what exhibits

may need to be admitted into the record, and to what extent post-hearing briefing should be

supplemented. The proposals should also include a timeline for this to occur, but the parties '

should n_otseek to reargue or revisit points already raised in the motion papers and responses

thereto. i

Finally, in view of the hann to the truth-finding process here, the undersigned has

determined to order Macronix to show cause, in writing and filed on EDIS by no later than the

close of business on November 14, 2014, why it should not be sanctioned pursuant to Commission

7 In effect, the private parties must reach an agreement by November l2 if there is to be a substitution of witnesses.
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Rule 2lO.27(g)8 for what appears to be a misleading and improper supplemental response to

Request for Production No. 77. In their answer, in addition to explaining their specific response to

this request for production, Macronix should plan to straightforwardly discuss Complainant’s

surrounding allegations, such as Macronix’s alleged stalling tactics with regard to production of

{ } documents at the time it re-designed some of the underlying products. The other parties,

should they choose, may also file briefs (by said deadline) regarding the issue of whether

Macronix should be,sanctioned. Responses, if any, to the answer(s) to this show cause order shall

be due by the close of business on November 21, 2014. The sanctions being contemplated are

based on notions of fairness and deterrence and may include some form of limited reimbursement

for the reasonable fees and costs of the post-hearing discovery ordered herein (as well as any

further proceedings), other monetary sanctions, or, possibly an adverse inference.

Within seven (7) business days of the date of this document, each party shall submit to the

Office of the Administrative Law Judges a statement as to whether or notg it seeks to have any

confidential portion of this document deleted from the public version. Any party seeking

redactions to the public version must submitito this office two (2) copies of a proposed public

version of this document pursuant to Ground Rule l.ll with red brackets clearly indicating any

portion asserted to contain confidential business infonnation.

The parties’ submissions may be made by facsimile and/or hard copy by the

aforementioned date. In addition, an electronic courtesy copy is required pursuant to Ground Rule

8 Every response to a request for discovery shall be signed by at least one attorney of record. Commission Rule
21O.27(g)(2). The signature of the attorney constitutes a certification that, inter alia, the response is not unreasonable
or interposed for any improper purpose. Commission Rule 2l0.27(g)(2)(ii) and (iii). An administrative law judge
may sua sponte raise the issue of sanctions for abuse of discovery under Commission Rule 2l0.25(a)(2). The parties
should note that the references to 210.2’/@) in that rule should be to 2 l0.27(g). This reference was not corrected in the
latest rule change, but the pre-amendment version of the rule makes clear what subsection is cited.
9 This means that parties that do not seek to have any portion redacted are still required to submit a statement to this
effect.
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with the Commission Secretary;

SO ORDERED
' ’ A

. , /
Chafles E. Bullock

' Chief Administrative Law Judge

1
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CERTAIN FLASH MEMORY CHIPS 337-TA-893
AND PRODUCTS CONTAINING SAME

PUBLIC CERTIFICATE OF SERVICE

I, Lisa R. Barton, hereby certify that the attached ORDER has been served upon the Commission
Investigative Attorney, Monica Bhattacharyya, Esq., and upon the following parties as indicated
on :lD€Cew\\.9e/W i-\ , 2014. _

Lisa R. Barton
Secretary to the Commission
U.S. International Trade Commission
500 E Street, SW, Room 112A
Washington, D.C. 20436

ON BEHALF OF COMPLAINANT SPANSION LLC: .

Tom M. Schanmberg, Esq. ( ) Via Hand Delivery
ADDUCI, MASTRIANI & SCHAUMBERG, LLP ) Via EXpI‘6SSDelivery
1133 Connecticut Ave.,_N.W. ~ (><)Via First Class Mail
Washington, D.C. 20036 ( ) Other:
(202) 467-6300

ON BEHALF OF RESPONDENTS MACRONIX INTERNATIONAL CO.. LTD.,
MACRONIX AMERICA. INC.. MACRONIX ASIA LIMITED. MACRONIX (HONG
KONG) CO.. LTD.. ACER INC.. ACER AMERICA CORPORATION. ASUSTEK
COMPUTER INC.. ASUS COMPUTER INTERNATIONAL. BELKIN
INTERNATIONAL..INC.. D-LINK CORPORATION. D-LINK SYSTEM. INC-.
NETGEAR INC.. NINTENDO CO-. LTD.. AND NINTENDO OF AMERICA. ]NC.:

Thomas L. Jarvis, Esq. ( ) Via Hand Delivery
WINSTON & STRAVVNLLP ( ) Via Express Delivery
1700 K Street, NW Via First Class Mail
Washington, DC 20006-3817 ( ) Other:
(202) 282-5000
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