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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN 3G MOBILE HANDSETS AND Inv. 337-TA-613
COMPONENTS THEREOF REMAND

ORDER NO. 50: GRANTING INTERDIGITAL’S MOTION FOR A PROTECTIVE
ORDER REGARDING THE SCOPE OF DISCOVERY

(August 21, 2014)

On July 21, 2014, complainants InterDigital Communications Corp. and InterDigital

Technologies Corporation (collectively, “InterDigital”) filed a motion for a protective order

relating to certain of respondents’ interrogatories and requests for production. (Motion Docket

No. 613-090.)

On August 8, 2014, respondents Nokia Corporation, Nokia, Inc. and Microsoft Mobile

Oy (“MMO”) (collectively “Respondents”) filed a response opposing the motion. On that same

day, the Commission Investigative Staff (“Staff”) filed a response supporting the motion.

InterDigital seeks a protective order shielding it from the discovery sought by

Respondents relating to domestic industry, validity and enforceability and claim construction of

the asserted patents. InterDigital argues that the discovery sought by these interrogatories and

requests are outside the scope of the Remand Order. InterDigital further argues that

Respondents’ contention that the addition of MMO as a respondent entitles them to discovery

outside the scope of the Remand Order fails in light of Respondents’ own admissions.

InterDigital further argues that Respondents are essentially seeking a “wholesale restart” of the

investigation which would greatly prejudice InterDigital.
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Respondents argue that MMO cannot be bound by the scope of the Remand Order as a

matter of due process because it never participated in this investigation until after the Remand

Order issued. Respondents argue that since MMO was added as an additional party and not

substituted as it originally sought in its motion, then MMO is “entitled” to seek discovery for

which it did not previously have any opportunity. Respondents argue that this discovery is

necessary so that MMO may be afforded basic due process, including the right to serve discovery

requests and take depositions. Respondents further argue that MMO and Nokia cannot be

assumed to have identical postures, especially since MMO was added as a party and not

substituted.

Respondents further argue that lnterDigital’s motion for a protective order is premature

because MMO has not demanded or compelled any discovery from InterDigital. Consequently,

Respondents argue that the relief that InterDigtial seeks is premature. Respondents also argue

that InterDigital is responsible for any delay in the investigation by adding MMO rather than

substituting MMO and, further, that InterDigital’s motion is a “misguided attempt to ignore the

pertinent rulings of the 800 and 868 Investigations.”

Staff argues that InterDigital’s motion is ripe for consideration because it has complied

with the ALJ’s Ground Rules and, further, there is no requirement that InterDigital must wait for

Respondents to file a motion to compel before filing the instant motion. Staff further argues that

since MMO stands in the shoes of its predecessor, it cannot seek discovery that the predecessors

are precluded from seeking. MMO is limited to seeking discovery within the scope of the

Commission’s Remand Order, and the discovery sought by MMO is, according to Staff, outside

the scope of the Remand Order.
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For the reasons set forth below, the ALJ hereby GRANTS Motion No. 613-090. As an

initial matter, as the ALJ noted in the August 4, 2014 teleconference with the parties, the scope

of the remand investigation is limited to the issues set forth in the Commission’s Revised

Remand Order. Specifically, the Remand Order limited the remand investigation to Nokia’s

currently imported products, public interest factors, the standard essential nature of the asserted

patents, and whether there is a patent hold-up or reverse hold-up. (See Revised Order

Remanding the Investigation (March 24, 2014).) There is nothing in the Remand Order, nor do

Respondents cite to any portion therein, that indicates that the ALJ may receive any evidence

related to domestic industry, validity and enforceability, or claim construction. Rather, the

Remand Order specifically states that the ALJ “is not to reopen discovery except as indicated in

paragraphs (2) and (3),” which are limited to the topics enumerated above. (Remand Order at 3

4.) Consequently, the ALJ finds any discovery related to these topics to be outside the scope of

the remand investigation and irrelevant.

Aside from the limitations on the scope of discovery in the remand investigation, the ALJ

finds Respondents’ arguments regarding MMO’s due process rights unpersuasive. First, MMO’s

motion was based on its acquisition of Nokia’s assets, including any liabilities such as the current

investigation. Specifically, MMO stated

MMO and its subsidiaries (including Nokia Inc.) are now responsible for the
operation of this business, including producing, importing, and selling the mobile
devices accused in this investigation. Because this investigation implicates the
business and products that MMO has acquired, Nokia Corporation and MMO
have agreed that MMO will assume all of Nokia Corporation ’s liabilities arising
out of this investigation and that MMO will have sole control over the defense,
including sole authority to resolve this action.
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(Motion Of Nokia Corporation, Nokia Inc., and Microsoft Mobile Oy to Substitute Parties and

Amend the Notice of Investigation, and Motion of Microsoft Mobile Oy to Intervene for the

Limited Purpose of Filing the Motion to Substitute Parties and Amend the Notice of

Investigation at 1-2 (May 21, 2014) (emphasis added).) Thus, MMO made its motion for

substitution with the understanding that it would step into the shoes of and be substituted for

Nokia. In doing so, MMO was fully aware of the Remand Order scope and made no mention of

MMO’s due process rights that were independent of Nokia or the discovery that it was “entitled”

to receive. In other words, in making the motion to substitute, there is no indication that MMO

had any concerns over its own due process rights.

The sudden rise of MMO’s due process rights resulted from the ALJ’s and the

Commission’s decision to add MMO as a party to this investigation rather than to substitute it for

Nokia. The ALJ finds, however, that this decision does not, in fact, change or effect MMO’s

position as a successor in interest. Rather, as Respondents themselves noted “MMO had moved

to appear in the litigation only to substitute itself for Nokia Corporation, thus causing the

termination of Nokia Corporation at the same time.” ((Opp. at 3.) (emphasis added).) MMO, as

contemplated by its motion to substitute, is still liable for Nokia’s Devices and Services

Business, which includes this litigation. The decision to add MMO merely meant that Nokia

would not be temiinated from this investigation. It does not create a new cause of action against

MMO since MMO is assuming Nokia’s liability, particularly its Devices and Services Business

which are responsible for the products at issue. Minnesota Min. & Mfg v. Eco Chem, Inc., 757

F.2d 1256, 1263 (SmCir. 1985) (“The transferee is not joined because its substantive rights are in

question; rather, the transferee is brought into court solely because it has come to own the
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property in issue. The merits of the case, and the disposition of property are still determined vis

a-vis the originally named parties”) The playing field remains essentially the same as it would

regardless as to whether MMO’s motion for substitution was granted or denied —in either

instance, the Commission’s decision regarding N0kia’s products is binding on MMO. MMO’s

assumption of liability remains unchanged and, consequently, the Cornmission’s findings on the

violation phase of the investigation “inures” to MMO. 7C Fed. Prac. & Proc. Civ. § 1958 (3d

ed.) (“The most significant feature of Rule 25(0) is that it does not require that anything be done

after an interest has been transferred. The action may be continued by or against the original

party, and the judgment will be binding on the successor in interest even though the successor

is not named. An order of joinder is merely a discretionary determination by the trial court that

the transferee's presence would facilitate the conduct of the litigation.”) (emphasis added).

As for Respondents’ argument that InterDigital’s motion for a protective order is “not

ripe,” the ALJ disagrees. As Staff correctly points out, the Commission Rules do not require a

formal motion to compel as a prerequisite for seeking a protective order. See 19 C.F.R. §

2l0.34(a). The ALJ’s Ground Rules were followed and the parties had reached an impasse ~ the

ALJ finds the timing of InterDigital’s motion to be appropriate. Moreover, to the extent that

Respondents argue that they have not “demanded any action from InterDigital at this juncture,”

the ALJ notes that they could easily withdraw the discovery requests if they do not intend to seek

the discovery set forth in those requests.

Thus, for the reasons set forth above, the ALJ hereby GRANTS Motion No. 613-O90.

Within seven days of the date of this document, each party shall submit to the Office of

the Administrative Law Judges a statement as to whether or not it seeks to have any portion of
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this docmnent deleted from the public version. Any party seeking to have any portion of this

document deleted from the public version thereof shall also submit to this office a copy of this

document with red brackets indicating any portion asserted to contain confidential business

infomiation. The parties’ submissions may be made by facsimile and/or hard copy by the

aforementioned ‘date. The parties’ submissions concerning the public version of this document

need not be filed with the Commission Secretary. ‘

SO ORDERED.

"Theodore R. Essex
Administrative Law Judge
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