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On September 9, 2014, Respondent Ferrosan Medical Devices A/S ("Ferrosan") moved 

(913-013) to compel Complainants Baxter International Inc., Baxter Healthcare Corporation, and 

Baxter Healthcare SA (collectively, "Baxter") to answer Ethicon's Interrogatory No. 48 and to 

produce a communication regarding the abandonment of its '969 application. On September 19, 

2014, Baxter filed an opposition to the motion and the Commission Investigative Staff ("Staff) 

filed a response supporting the motion in part. 

Ferrosan argues that the date on which Baxter first considered whether the Accused 

Products infringed the Asserted Patents is relevant to the claims and defenses in this 

Investigation. (Mem. at 11.) Specifically, Ferrosan submits that this information is relevant to 

its defenses of prosecution laches, waiver/equitable estoppel, and patent misuse. (Id.) Moreover, 

Ferrosan asserts that the dates at issue are not privileged, as Baxter contends, because privilege 

protection only extends to communications and not to facts. (Id. at 12.) As to the 

communication regarding the '969 application described by Mr. Finkelstein in his deposition, 

Ferrosan claims that the document is relevant to its defense of inequitable conduct. (Id. at 14.) 

Ferrosan argues that this document is not privileged, and even i f it were, that privileged was 



waived because Mr. Finkelstein testified about what he recalled about the document's contents. 

( M a t 15.) 

With respect to Interrogatory No. 48, Baxter contends that it has already sufficiently 

responded. (Opp. at 3.) Baxter submits that the parties, including Ferrosan, met and conferred 

regarding the scope of Baxter's response. (Id. at 3-4.) In addition, while Baxter contends that it 

has sufficiently responded to the interrogatory, Baxter argues that Ferrosan's request is broader 

than Interrogatory No. 48. (Id. at 4-5.) Thus, Baxter asserts that what Ferrosan is seeking is 

irrelevant and protected by attorney-client privilege and/or work product immunity. (Id. at 6.) 

As to the document Mr. Finkelstein referenced in his deposition, Baxter represents that the 

document does not exist. (Id. at 7.) 

As to Interrogatory No. 48, Staff asserts that Baxter's supplemented response is sufficient 

with respect to four of the Asserted Patents that issued between November 2012 and December 

2013. (Staff Resp. at 2.) Staff, however, notes that Ferrosan's current request (i.e., dates on 

which Baxter "considered" infringement) is broader than that in Ethicon's Interrogatory No. 48 

(dates of which Baxter "learned" of infringement). (Id.) With respect to the '325 patent, Staff 

contends that Baxter should be required to supplement or re-confirm its response because 

information in its Complaint suggest that Baxter could have learned of the alleged infringement 

at least by 2010 or 2011. (Id. at 3.) As for the document described at Mr. Finkelstein's 

deposition, Staff contends that such a document, i f it exists, would be relevant. (Id.) Thus, Staff 

claims that Baxter should be required to state unequivocally that it has been unable to find such a 

document, produce the document, or properly list the document on a privilege log. (Id. at 4.) 



Commission Rule 210.27(b) governs the scope of discovery and states that a party may 

obtain discovery about any non-privileged matter that is relevant to any claim or defense raised 

in a Section 337 investigation. It is not grounds for objection that the information sought may be 

inadmissible at the investigation hearing, i f the information sought appears reasonably calculated 

to lead to the discovery of admissible evidence. 19 C.F.R. § 210.27(b). 

The undersigned finds Baxter's arguments persuasive. Interrogatory No. 48 states: "For 

each Asserted Claim, describe the circumstances by which Baxter first learned of the alleged 

infringement by Ethicon, including the date, place, and persons involved." (Ferrosan Ex. E at 60 

(emphasis added).) This is different from what Ferrosan is currently requesting, i.e., "the date on 

which Baxter first became aware of any factual bases for its allegations that the Accused 

Products infringed any claim of the Asserted Patents or any Related Patents." (Mot. at 1 

(emphasis added).) Furthermore, Baxter's supplemental response stated that [ 

] Thus, the undersigned finds that Baxter has sufficiently 

answered that interrogatory, as written. As to the document described in Mr. Finkelstein's 

deposition, Baxter represents that such a document does not exist. 

Accordingly, Ferrosan's motion (913-014) is hereby denied. 

Within seven days of the date of this document, each party shall submit to the Office of 

the Administrative Law Judges a statement as to whether or not it seeks to have any portion of 

this document deleted from the public version. The parties' submission may be made by 

facsimile and/or hard copy by the aforementioned date. 



Any party seeking to have any portion of this document deleted from the public version 

thereof must submit to this office a copy of this document with red brackets indicating any 

portion asserted to contain confidential business infonnation. The parties' submissions 

concerning the public version of this document need not be filed with the Commission Secretary. 

SO ORDERED. 

Chief Administrative Law Judge 


