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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of H

CERTAIN VISION-BASED DRIVER

ASSISTANCE SYSTEM CAMERAS AND In“ N0_337_TA_907
COMPONENTS THEREOF '

ORDER 15: DENYING RESPONDENT TRW’S MOTION FOR SUMMARY
DETERMINATION THAT BOTH PATENTS ASSERTED IN THIS
INVESTIGATION ARE UNENFORCEABLE AND FOR TERMINATION
OF THIS INVESTIGATION

(November 20, 2014)

On October 27, 2014, Respondent TRW Automotive U.S. LLC (”TRW”) moved for

summary determination that both patents asserted in this investigation are unenforceable and for

termination of this investigation. (Motion No. 907-024.) On November 6, 2014, the

Commission Investigative Staff (“Staff”) filed its response opposing TRW’s motion. On

November 10, 2014, Complainant Magna Electronics Inc. (”Magna”) filed its opposition to the

motion. ‘ ‘

Background .

TRW asserts that both patents in this investigation, U.S. Patent No. 8,686,840 (“the ’840

patent”) and U.S. Patent No. 8,692,659 (“the ’659 patent”) are tmenforceable under the equitable

doctrine of prosecution laches. (Mot. at 2.) TRW contends that Magna pursued a scheme of

flooding its patent applications with extraneous abstract ideas and patents (or patent applications)

incorporated by reference thereby creating a bag of building blocks-and, only years later and

after unreasonable delay, Magna picked out and formulated from its bag of building blocks new
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claims covering competitor’s products and “inventions” not previously known or disclosed.

(Memo. at 1.) TRW argues that Magna’s practices are an abuse of the patent system and are

precluded under the doctrine of prosecution laches. (Id.)

The ’840 patent was filed on January 25, 2013 as Application No. 13/749,835 and issued

on April 1, 2014. (Memo. Exh. H (’840 patent).) The ’840 patent includes a total of forty-four

claims. (1d.) The ’840 patent claims priority to and shares a specification with seven U.S. patent

applications, the earliest filed on March 28, 2001. (TRW Statement of Undisputed Facts

(“SUF”) No. 7.) Thus, twelve years elapsed between the filing of the first application and the

filing of the application leading to the ’840 patent. The ’840 patent incorporates by reference

twenty-six U.S. patents and patent applications in their entirety. (TRW SUF No. 10.) Each of the

eight patents that share this specification contains a differentabstract, and none of the claims of

the patents preceding the ’840 patent share a preamble with the ’840 asserted claims. (TRW SUF

No. 8.) TRW acknowledges that each related patent application added claims directed to new

and previously undisclosed inventions. (Memo. at 8.)

The ’659 patent Was filed as Application No. 13/689,801 on November 30, 2012 and

issued on April 8, 2014. (Memo. Exh. B (’659 patent).) The ’659 patent includes a total of

ninety-seven claims. (Id.) The ’659 patent claims priority to and shares a specification with

eight other U.S. patent applications, the earliest filed on November 10, 2000. (TRW SUF No. 2.)

Thus, twelve years elapsed between the filing of the first such application and the filing of the

application leading to the ’659 patent. The ’659 patent specification incorporates by reference

fifty-five U.S. patents and patent applications. (TRW SUF No. 5.) The patents that share this

specification contain a different abstract, and none of the claims of the patents preceding the ’659

patent share a preamble with the ’659 asserted claims. (TRW SUF No. 3.) TRW acknowledges
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that each related patent application added claims directed to new and previously undisclosed

inventions. (Memo. at 7.)

Summag Determination“ _

Pursuant to Commission Rule 210.18, summary determination “... shall be rendered if

pleadings and any depositions, answers to interrogatories, and admissions on file, together with

the affidavits, if any, show that there is no genuine issue as to any material fact and that the

moving party is entitled to a summary determination as a matter of law.” (19 C.F.R. § 210.18(b);

see also DeMarini Sports, Inc. v. Worth, Inc., 239 F.3d 1314, 1322 (Fed. Cir. 2001); Wenger

Mfg., Inc. v. Coating Machinery Systems, Ina, 239 F.3d 1225, 1231 (Fed. Cir. 2001).) The

evidence “must be viewed in the light most favorable to the party opposing the motion . . . with

doubt resolved in favor of the nonrnovant.” (Crown Operations Int’l, Ltd. v. Solutia, Inc., 289

F.3d 1367, 1375 (Fed. Cir. 2002); see also Xerox Corp. v. 3Com Corp, 267 F.3d 1361, 1364

(Fed. Cir. 2001) (“When ruling on a motion for summary judgment, all of the nomnovant’s

evidence is to be credited, and all justifiable inferences are to be drawn in the nonm0vant’s

fav0r.”).) “Issues of fact are genuine only if the evidence is such that a reasonable [fact finder]

could return a verdict for the nonmoving party.” (Id. at 1375; quoting Anderson v. Liberty

Lobby, Inc., 477 U.S. 242, 248 (l986)).) The trier of fact should “assure itself that there is no

reasonable version of the facts, on the summary judgment record, whereby the nonmovant could

prevail, recognizing that the purpose of summary judgment is not to deprive a litigant of a fair

hearing, but to avoid an unnecessary trial.” (EMI Group North America, Inc. v. Intel Corp, 157

F.3d 887, 891 (Fed. Cir. 1998).) “Where an issue as to a material fact cannot be resolved

without observation of the demeanor of Witnesses in order to evaluate their credibility, summary

judgment is not appropriate.” (Sandt Technology, Ltd. v. Resco Metal and Plastics Corp, 264
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F.3d 1344, 1357 (Fed. Cir. 2001) (Dyk, J ., concurring).) “In other Words, ‘[s]ummary judgment

is authorized when it is quite clear what the truth is,’ [citations omitted], and the law requires

judgment in favor of the movant based upon facts not in genuine dispute.” (Paragon Podiatry

Laboratory, Inc. v. KLM Laboratories, lnc., 984 F.2d 1182, 1185 (Fed. Cir. 1993).)

Prosecution Laches '

Prosecution laches is an equitable defense to a charge of patent infringement that may bar

enforcement of patent claims issuing after an unreasonable and unexplained delay in prosecution,

even though the applicant complied with pertinent statutes and rules. (Cancer Research

Technology Ltd. v. Barr Laboratories, Inc., 625 F.3d 724, 728 (Fed. Cir. 2010).) “The doctrine

‘may render a patent unenforceable when it has issued only after an unreasonable and

unexplained delay in prosecution’ that constitutes an egregious misuse of the statutory patent

system under the totality of the circumstances.” (Cancer Research Technology Lta’.,625 F.3d at

728; quoting Symbol Technologies, Inc. v. Lemelson Medical, 422 F.3d 1378, 1385-86 (Fed. Cir.

2005).) Additionally, the application of prosecution laches also requires a finding of prejudice,

“as does any laches defense.” (Cancer Research, 625 F.3d at 729; citing A.C. Aukerman Co. v.

R.L. Chaides Const. Co., 960 F.2d 1020, 1028 (Fed. Cir. 1992).) To establish prejudice in the

prosecution laches context, “an accused infringer must show evidence of intervening rights, i.e.,

that either the accused infringer or others invested in, worked on, or used the claimed technology

duringthe period of delay.” (Cancer Research, 625 F.3d at 729.)

Discussion

TRW argues that Magna clearly could have filed claims to the two patents asserted in this

proceeding 12 years ago (assuming it had thought of the alleged “inventions” it now claims to

have had at that earlier time period) because Magna had the exact same support specification 12
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years earlier. (Memo. at ll.) TRW then contends that “[b]ut, as stated in [Webster Electric C0.

v. Splitdorf Electrical C0., 264 U.S. 463 (1924)], ‘their subject matter was disclosed and in

general use; and [the patentee] and his assignee [Magna], so far as [the asserted claims] are

concerned, simply stood by and awaited developments.” (Memo. at ll.) And, TRW submits

that “[a]lthough each of the continuations filed by Magna, in isolation, may be in compliance

with the law, the delay in filing their continuing applications are unconscionable and an abuse of

the patent system.” (Id.) TRW then concludes the argument section of its motion by stating that

“[t]he 12-year delay in filing the applications leading to the patents in this investigation render

the asserted patents unenforceable.” (Id.) '

In response, Magna points out that the ’84Opatent application was filed on January 25,

2013 and thereafter issued on April 1, 2014. (Opplat 7; citing Exh. G (’840 Transaction

History); Statement of Facts (“SOF”) 1]17.) Additionally, Magna submits that one office action

issued during prosecution, a tenninal disclaimer and response was filed in response to this office

action, and no extensions were taken. (Opp. at 7; citing Exh. G; SOF ‘W18-19.) And, Magna

states that the issue fee was paid on the same day the notice of allowance was mailed. (Id.; Exh.

G; SOF 1]20.) Therefore, Magna contends that there was no delay in the prosecution of the ’840

Patent. (Id) Magna, in fact, points out that TRW cannot show that Magna delayed the

prosecution of any of these patents. (Id. at 8.) ,

With respect to the ’659 patent, Magna points out that the ’659 patent application was

filed on November 30, 2012 and thereafter issued on April 8, 2014. (Opp. at 8; citing Exh; O

(‘659 Transaction History); SOF 1[30.) Additionally, Magnasubmits that one office action

issued during prosecution, a response providing a tenninal disclaimer was filed, and no

extensions were taken. (Id. at 8; citing Exh O; SOF 111]30-32.) Magna also stated that the issue
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fee was paid four days after the notice of allowance was mailed. (Id.; Exh. O; SOF 1]33.) Thus,

Magna contends that “TRW has also failed to show that there was any delay in prosecuting the

patent applications to which the ‘659 Patent claims priority.” (ld.) In fact, Magna points out that

these patents issued less than three-and-one-half years from filing, and two issued within less

than a year from filing and only a single, one month extension was taken during theprosecution

of one of these eight patents. (Id. at 8-9; citing Exhs. P-W (Patent Transaction Histories); SOF

1H]42-43.) Magna, in fact, points out that TRW cannot show any delay by Magna in the

prosecution of any of these patents. (Id. at 9.) "

’ The Staff contends that “TRW’s motion for summary detennination should be denied

because it has not established a prima facie case for any of the elements of prosecution laches

with regard to either of the asserted patents, i.e., (l) an unreasonable and unexplained delay; (2)

constituting an egregious misuse of the statutory patent system; (3) causing prejudice to

intervening adverse rights.” (Staff at 6.) Additionally, the Staff points out that “[w]hen the

asserted facts are viewed in the light most favorable to Magna, as one must do in a summary

determination context, the Staff submits that it is even more evident that a summary

determination of unenforceability would not be appropriate.” (Id)

First, the Staff submits that “TRW has not shown that the applicants engaged in an

unreasonable and unexplained delay in prosecuting the asserted claims of the ’840 and ’659

patent[s].” (Staff at 6.) The Staff further contends that “[a]lthough the applications leading to

the ’84Oand ’659 patents were filed twelve years after their respective initial parent applications,

‘there are no strict time limitations for determining Whether continued refiling of patent

applications is a legitimate utilization of statutory provisions[.]’” (Staff at 6; quoting Symbol

Technologies, Inc., 422 F.3d at 1385.) And, the Staff submits the ’84Oand ’659 patents issued
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in 14 and 16 months 'respective1y after the asserted claims were filed and TRW has not

established, or even alleged, that these time periods constituted an unreasonable length of time to

prosecute applications containing forty-four and ninety-seven claims, respectively. (Staff at 6-7.)

Next, the Staff contends that “TRW’s prosecution laches theory, even if proven, would

not constitute an “egregious case[] of misuse of the statutory patent system.” (Staff at 7; citing

Symbol Technologies, Ina, 422 F.3d at 1385-86; see also Cancer Research, 625 F.3d at 728.)

Specifically, the Staff submits that “even if all of TRW’s allegations are true, the behavior that

TRW alleges is not a misuse of the patent system, and therefore is not a basis for applying the

equitable doctrine of prosecution laches.” (Staff at 7.)

Last, the Staff contends that “TRW has not established, or even alleged, ‘evidence of

intervening rights, i.e., that either the accused infringer or others invested in, worked on, or used

the claimed technology during the period of delay.’” (Staff at 8; quoting Cancer Research, 625

F.3d at 729.) Specifically, the Staff submits that “nowhere in its motion papers or statement of

undisputed facts does TRW allege what would be the relevant set of facts: that it or others

‘invested in, worked on, or used the claimed technology‘ between 2000 and 2014, the broadest

possible ‘period of delay.”’ (Staff at 8; quoting Cancer Research, 625 F,3d at 729.)

The ALJ agrees with Magna and the Staff and thereby DENIES TRW’s motion. In the

summary detennination context, where the asselted facts are viewed in light most favorable to

Magna, TRW’s motion failed to establish a primafacie case to meet the elements of prosecution

laches with respect to the ’84Oand ’659 patents. The evidence shows that Magna did not engage

in an unreasonable and unexplained delay in prosecuting the asserted claims of the ’840 and ’659

patents as the patents issued in'l4 and 16 months, respectively, after filing. As “there is no strict

time limitations for determining Whethercontinued refilling of patent applications is a legitimate
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utilization of statutory_provisions[,]”the 12 years leading to the filingof the applications for the

’840 and "659 patents is not dispositive in determining an unreasonable delay in prosecuting the

asserted claims. (See Symbol Technologies, Inc, 422 F.3d at 1385.) Next, TRW’s factual

contentions, even assuming true, would not constitute an “egregious case[] of misuse of the

statutory patent system” because Magna’s behavior as alleged by TRW is not a misuse, and

therefore is not a basis for applying the equitable doctrine of prosecution laches. (See Symbol

Technologies, [nc., 422 F.3d at 1385-86; see also Cancer Research, 625 F.3d at 728.) Finally,

TRW’s motion and statement of undisputed facts fails to show or allege that it or others

“invested in, worked on, or used the claimed technology” between 2000 and 2014 such that it has

been prejudiced. (See Cancer Research, 625 F.3d at 729.)

For the aforementioned reasons, the ALJ hereby DENIES Motion No. 907-024.

Within seven days of the date of this document, each party shall submit to the Oflice of

the Administrative Law Judges a statement as to whether or not it seeks to have any portion of

this document deleted fiom the public version. .Any party seeking "tohave any portion of this

document deleted from the public version thereof shall also submit to this office a copy of this

document with red brackets indicating any portion asserted to contain confidential business

information. The parties’ submissions may be made by facsimile and/or hard copy by the

aforementioned date. The parties’ subrnissionsvconcerning the public version of this document

need not be filed with the Commission Secretary. - ~ . '

so ORDERED.‘ 4 . .

/iZ&%7[
Theodore R. Essex ' _
Administrative Law Judge
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