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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN VISION-BASED DRIVER

ASSISTANCE SYSTEM CAMERAS AND In“ N0_337_TA_907
COMPONENTS THEREOF

ORDER 13: GRANTING IN PART COMPLAINANT’S MOTION TO SRIKE
ALLEGED PRIOR ART AND CORROBORATING DOCUMENTS
IMPROPERLY DISCLOSED BY TRW

(October 23, 2014)

On October 8, 2014, Complainant Magna Electronics Inc. (”Magna”) filed a motion to

strike alleged prior art and related documents improperly disclosed by Respondent TRW

Automotive U.S. LLC (”TRW”). (Motion No. 907-0201.) On October 16, 2014, Magna

submitted a notice to withdraw those portions of its motion to strike with respect to the alleged

prior art references and corroborating documents that concern U.S. Patent No. 8,116,929 (“the

’929 patent”) since the ALJ ordered the investigated terminated in part with regard to the ’929

patent. (Order No. 12 (Oct. 14, 2014) (pending Comm’n review); see Magna Notice of the

Withdrawal-In-Part of Motion No. 907-020 (October 16, 2014).) Specifically, Magna withdrew

its motion with respect to the documents identified in section I(B) and (C) of the memorandum

of points and authorities that accompanied Magna’s motion to strike. (Magna Notice at 1.)

Thus, Magna maintains its motion to strike only with respect to U.S. Patent No. 6,445,287 (“the

Schofield ’287 patent”) as described in Section I(D) of the memorandum of points and

' Motion No. 907-020 is dated October 7, 2014, but the effective filing date and the date on which TRW was served
is October 8, 2014. The motion was officially received in the United States International Trade Commission
Electronic Document Information System (EDIS) on October 8, 2014.
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authorities that accompanied Motion No. 907-002. (Magna Notice at 2.) The Schofield ’287

patent relates to U.S. Patent No. 8,692,659 (“the ’659 patent) which remains part of this

Investigation. On October 20, 2014, TRW filed an opposition to the motion. On October 20,

2014, the Commission Investigative Staff (“Staff”) filed a response supporting the portion of

Magna’s motion to strike alleged prior art that has not been mooted by Order No. 12.

Magna points out that on September ll, 2014, TRW served the Initial Expert Report of

Dr. Homayoon Kazerooni (the “Kazerooni Report”) regarding the validity of the ’659 and U.S.

Patent No. 8,686,840 (“the ’84O patent”). (Mot. Memo. at 7.) Magna contends that “Dr.

Kazerooni opines that ‘claims 1, 3, 90, 91 and 92 [of the ’659 patent] are rendered obvious by

Schofield ’287.”’ (Id, quoting from the Kazerooni Report.) Then, Magna avers that the

Kazerooni Report was the first instance when the Schofield ’287 patent was identified as a 35

U.S.C. § 103 reference against the ’659 patent and that TRW never disclosed such a contention

in its invalidity contention interrogatory responses. (Mot. Memo. at 7.) Magna cites to Ground

Rule 5.2 which requires that a party alleging that any asserted claim is invalid in view of prior art

“must file on or before the date set in the procedural schedule, notices of any prior art” providing

detailed information as to each prior art reference. (Mot. Memo. at 7, quoting Order No. 2 at 15

(Jan. 28, 2014).) Magna also points out that Ground Rule 5.2 also provides that “[i]n the absence

of such notice, proof of the said matters may not be introduced into evidence at the hearing

except upon a timely written motion showing good cause.” (Id) Magna then cites to a number

of investigations to point out that references that are improperly disclosed in a notice of prior art

may not be used to prove invalidity. (Mot. Memo. at 7-8, citing, e.g., Certain Sintered Rare

Earth Magnets, Methods of Making Same and Products Containing Same, Inv. No. 337-TA-855,

Order N0. 123, 2013 WL 3246098 at *1 (May 30, 2013) (“Magnets”) (“[A]lleged prior art not
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listed on Respondents’ Joint Notice of Prior Art, and any demonstrative exhibits or testimony

citing that prior art, may not be used to prove invalidity”). Thus, Magna requests that Dr.

Kazerooni’s use of the Schofield ’287 patent as a 35 U.S.C. § 103 reference against the ’659

patent be stricken from his report, and that TRW and Dr. Kazerooni be precluded from relying

on the same to challenge the validity of the asserted patents.

In response, TRW initially points out that the Schofield ’287 patentz is a parent patent to

the ’659 patent and shares the same specification with the ’659 patent, and the ’659 patent claims

priority to the Schofield ’287 patent through a direct line of continuation patent applications.

(Opp. at 3.) TRW also submits, however, that the ’659 patent is not entitled to claim priority to

the Schofield ’287 patent due to a break in the continuity of disclosure which makes the

Schofield ’287 patent prior art to the ’659 patent. (Id)

Next, TRW points out that it filed a Notice of Prior A11for the ’659 patent on August 5,

2014 in line With the revised procedural schedule. (Opp. at 3.) TRW then submits that its

August 5, 2014 Notice of Prior Art expressly stated the following:

In addition to the prior art references specifically enumerated below,
TRW may also rely upon prior art (1) contained within the prosecution
histories of the patents-in-suit (including familial patents, patent
applications, reexamination requests, and inter partes review
proceedings, patent listed on the fact of the ’659 [patent] and
patents listed and/or incorporated by reference in the specification
thereof)

(Opp. at 3, quoting EDIS Doc ID #539617.) TRW states that after filing its Notice of Prior Art,

Magna requested that TRW specifically identify the prior art contained within the prosecution

histories of the patents-in-suit referenced in the Notice. (Opp. at 3.) TRW subsequently filed an

unopposed motion seeking leave to file a Supplemental Notice of Prior Art on August 21, 2014

2In TRW’s opposition, TRW references U.S. Patent No. 6,445,287 as “the Schofield ’287 patent” and “the ’287
patent.”
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which Was granted by email on August 25, 2014. (Id) TRW submits that the “Supplemental

Notice specifically listed the Schofield ’287 patent, inter alia, as prior art to the ’659 patent.”

(Id)

TRW also contends that Magna’s Fourth Set of Interrogatories included Interrogatory No.

98 which requested TRW to state “whether it contended that the asserted claims of the ‘newly

asserted patents’ (i.e., the ’659 patent and asserted U.S. Patent No. 8,686,840, now the only

asserted patents) were invalid under 35 U.S.C. § 103.” (Opp. at 4, citing Ex. 3 at pg. 49

(Magna’s Interrogatory No. 98).) TRW submits that in accordance with the deadline set forth in

the revised procedural schedule for responding to contention interrogatories for which a party

bears the burden of proof, TRW provided an initial response on July 21, 2014 and a final

response on August 21, 2014 whereby both responses put Magna on notice. (ld.) Both

responses included the following:

All of the newly asserted claims of the newly asserted patents are invalid
under 35 U.S.C. § 103 The documents that support this defense
include at least patents and applications to which the newly asserted
patents claim priority the prior art references and projects cited in
TRW’s supplemental Notice of Prior Art (to be filed on August 21, 2014
and email to Staff and Complainant Aug. 18, 2014), and the prior art
references listed herein.

(Opp. at 4, Ex. 3 at 65 (final response).)

TRW argues that “[t]here is no dispute that the ’287 patent was properly identified as a

prior art reference to Magna.” (Opp. at 4.) Additionally, TRW contends that it identified the

’287 patent as a 35 U.S.C. § 103 reference because its contention interrogatory responses put

Magna on notice that TRW was relying on patents to which the ’659 patent claims priority to

support its contention that the ’659 patent was invalid under 35 U.S.C. § 103. (Id., FNI.) And,

TRW submits that Dr. Kazerooni’s opinions regarding the Schofield ’287 patent being a 35
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U.C.S. § 103 reference against the ’659 patent merely explain the invalidity position already

contained in TRW’s contention interrogatory responses. (Opp. at 5.)

Additionally, TRW contends that Magna failed to cite any evidentiary support for its

allegations regarding the Schofield ’287 patent therefore Magna’s motion should be denied

outright. (Opp. at 6.) TRW also argues that Magna is not prejudiced by Dr. Kazerooni’s

opinions regarding the Schofield ’287 patent as a 35 U.S.C. § 103 reference in his expert report

because Magna does not claim to have been harmed, prejudiced, or otherwise affected by Dr.

Kazerooni’s inclusions of his opinions related to the Schofield ’287 patent in his expert report.

“The Staff submits that Magna’s motion should be granted because the contention that

the asserted claims of the ’659 patent are obvious in light of Schofield ’287 was raised for the

first time by Dr. Kazerooni.” (Staff at 2.) The Staff then points out that “[c]ontentions raised for

the first time in an expert report are routinely stricken unless good cause exists based on after

acquired information.” (Id., citing e.g., Certain Wiper Blades, Inv. No. 337-TA-816, Order No.

76 at 3 (Aug. 15, 2013) (striking portions of expert report pertaining to references not disclosed

in notices of prior art or invalidity contentions); Certain Electronic Devices with Image

Processing Systems, Components Thereof and Associated Software, Inv. No. 337-TA-724, Order

No. 24 at 6-7 (Mar. 3, 2011) (Commission Rule 2l0.27(c) pennitting supplementation applies

only when supplemental or corrective infonnation is “thereafter acquired[.]”).) The Staff

contends that in the matter at hand, “TRW did not move for leave to file supplemental

contentions out of time before Dr. Kazerooni relied on the Schofield ’287 patent, and nothing in

Dr. Kazerooni’s report suggests that good cause exists to permit TRW to do so.” (Staff at 3.)
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The Staff admits that the Schofield ’287 patent was listed in Appendix F to TRW’s final

Notice of Prior Art; however, the Staff contends that this was not sufficient to provide notice to

Magna and the Staff that it would form a basis for TRW’s invalidity defense. (Staff at 3.) The

Staff points out that the Schofield ’287 patent is one of over 350 references identified in

Appendix F alone, and another 540 references are asserted against the ’659 patent in Appendix

C. (Id) According to the Staff, “[o]f the more than 890 references asserted against the ’659

patent in TRW’s final Notice of Prior Art, TRW asserted eighteen in its final invalidity

contention interrogatory responses, and those eighteen did not include [the] Schofield ’287

[patent].” (Staff at 3, Exhibit A at 73-74 (excerpt fiom Resps.’ Suppl. Objs. & Resps. to

Compls.’ 4m Set of Interrogs. (Aug. 21, 2014) (lnterrog. Nos. 97-98)).) Therefore, the Staff

submits that under these circumstances, Magna and the Staff could not have foreseen that TRW’s

expert witness would rely on the Schofield ’287 patent in his analysis. (Staff at 3.) In the Staffs

view, because TRW did not disclose its contentions regarding the Schofield ’287 patent in its

contention interrogatory responses, TRW should not be allowed to rely on the portion of D1".

Kazerooni’s expert report that is based on the Schofield ’287 patent. (Id.)

For the reasons set forth below, the ALJ hereby GRANTS-IN-PART Motion No. 907

O20. The ALJ finds that the contention that the asserted claims of the ’659 patent are obvious in

light of the Schofield ’287 patent was raised for the first time by Dr. Kazerooni in his expert

report on September 11, 2014, after the August 21, 2014 cut-off date for responses to contention

interrogatories for which the party bears the burden of proof. The ALJ finds TRW’s arguments

unpersuasive. Although the Schofield ’287 patent was listed in Appendix F to TRW’s Final

Notice of Prior Art, it was not one of the eighteen 35 U.S.C. § 103 prior art references asserted

against the ’659 patent in TRW’s final invalidity contention interrogatory response.
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Additionally, TRW’s contention that the portion of its response3 (supra at 4) to Magna’s

Contention lnterrogatory No. 98 legitimately includes the Schofield ’287 patent to the contention

interrogatory is disingenuous at best as TRW’s response does not provide any details with

respect to the Schofield ’287 patent. However, the other portion of the response to Interrogatory

N0. 98 includes specifics such as claim charts with respect to the 18 prior art references while the

Schofield ’287 patent is not even mentioned. As such, the ALJ finds that TRW is precluded

from relying on the portion of Dr. KaZerooni’s expert report that is based on the Schofield ’287

patent because TRW did not properly disclose its contention regarding the Schofield ’287 patent

in its contention interrogatory response. To be clear, Dr. Kazerooni’s use of the Schofield ’287

patent as a 35 U.S.C. § 103 reference against the ’659 patent is hereby stricken from Dr.

Kazerooni’s expert report, and TRW and Dr. Kazerooni are precluded from relying on the

Schofield ’287 patent to challenge the validity of the ’659 patent.

Accordingly, the ALJ GRANTS-IN-PART Motion No. 907-020. The remaining portion

of Motion 907-020 is hereby denied as moot.

Within seven days of the date of this document, each party shall submit to the Office of

the Administrative Law Judges a statement as to whether or not it seeks to have any portion of

this document deleted from the public version. Any party seeking to have any portion of this

document deleted from the public version thereof shall also submit to this office a copy of this

document with red brackets indicating any portion asserted to contain confidential business

information. The parties’ submissions may be made by facsimile and/or hard copy by the

3 Portion of the response included in TRW opposition: “All of the newly asserted claims of the newly asserted
patents are invalid under 35 U.S.C. § 103 .t. The documents that support this defense include at least patents and
applications to which the newly asserted patents claim priority the prior art references and projects cited in
TRW’s supplemental Notice of Prior Art (to be filed on August 21, 2014 and email to Staff and Complainant Aug.
18, 2014), and the prior art references listed herein.” (Opp., Ex. 3 at 65.)
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aforementioned date. The panties’ submissions concerning the public version of this docmnent

need not be filed with the Commission Secretary.

J{Z.J/LK»éw/(99/4
Theodore R. Essex
Administrative Law Judge

SO ORDERED.
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